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1 . The amendment filed on July 5, 2007 has been entered. 

2. The drawings were received on July 5, 2007. These drawings are accepted by the 
Examiner. 

3. The Information Disclosure Statement (IDS) filed on July 5, 2007 has been considered. 
The fee set forth in 37 CFR 1.1 7(p) has been charged to Account No. 05-1323 per Applicant's 
authorization on page 3 of the IDS. This fee is necessary since the instant IDS was filed after the 
first Office action on March 5 5 2007. See MPEP 609.05(a). 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 13 and 15-32 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. 

The term "can be fastened" in Claims 13 20, and 30 is vague and indefinite in the sense 
that things, which may be done, are not required to be done. For example, the knob can be but is 
not structurally required to be fastened on the control lever. See "discardable" in Mathis v. 
Hydro Air Industries, 1 USPQ2d 1513, 1527 (D.C. Calif. 1986), "crimpable" in Application of 
Collier, 158 USPQ 266 (CCPA 1968), "removable" in In re Burke Inc., 22 USPQ2d 1368, 1372 
(D.C. Calif. 1992), and "comparable" in Ex parte Anderson, 21 USPQ2d 1241, 1249 (BPAI 
1992). 

6. Claims 13 and 15, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by DE 201 08 566 Ul cited by Applicant (hereinafter "DE'566). 
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Regarding Claim 13, DE'566 teaches a knob or grip end (FIG. 1) for a control lever (see 

Attachment 1 hereinafter "Att. 1") of a motor vehicle, comprising: 

a knob body 2 which has a receiving device (Att. 1) for the control lever, and 

a lining 1 made of a flexible material, by which the knob can be fastened on the control 

lever (Att. 1), 

wherein the knob body 2 has a shaft part (Att. 1) and a head part (Att. 1), 

which the lining 1 is formed by an elastically constructed enveloping body 1 at least 
partially surrounding the shaft part (Att. 1), and 

wherein openings (Att. 1) are provided in a lateral surface of the shaft part (Att. 1) and 
are penetrated by sections of the enveloping body 1. See Derwent Abstract attached. 

Regarding Claim 15, the openings (Att. 1) extend in axial and circumferential directions 
of the shaft part (Att. 1). 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 13, 15, 16, 18, 21-25, 28, 31, and 32, as best understood, are rejected under 35 
U.S.C. 102(e) as being anticipated by Fujiwara et al. (US Patent No. 6,675,670 B2 filed on 
February 25, 2002). 

Regarding Claim 13, Fujiwara teaches a knob 5 or grip end for a control lever 2 (FIG. 1) 
of a motor vehicle, comprising: 
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a knob body 51 which has a receiving device 51a (FIG. 3) for the control lever 2, and 
a lining 52 made of a flexible material, by which the knob 5 can be fastened on the 
control lever 2, 

wherein the knob body 51 has a shaft part (at 51a in FIG. 2, see Attachment 2 hereinafter 
"Att. 2") and a head part (Att. 2), 

which the lining 52 is formed by an elastically constructed enveloping body 52 (id. col. 4, 
line 37+) at least partially surrounding the shaft part (Att. 2), and 

wherein openings (FIGS. 2 and 3 in Att. 2) are provided in a lateral surface of the shaft 
part (Att. 2) and are penetrated by sections of the enveloping body 52 as seen in FIG. 3. 

Regarding Claim 15, the openings (FIGS. 2 and 3) extend in axial and circumferential 
directions of the shaft part (Att. 2). 

Regarding Claims 16 and 25, the openings (FIGS. 2 and 3) are constructed as windows, 
and the sections of the enveloping body 52 engage in the windows (FIG. 3), and the sections of 
the enveloping body 52 form ribs (Att. 2). 

Regarding Claims 18 and 28, a detent device 21, 51b for axially fixing the knob 5 on the 
control lever 2 is provided in the head part (Att. 2) of the knob body 51 . 

Regarding Claims 21 and 31, outer ribs (Att. 2) extending from the shaft part (Att. 2) to 
the head part (Att. 2) are provided for anchoring the enveloping body 52. 

Regarding Claims 22 and 23, referring the knob to the merely inferentially included or 
intended use element such as the control lever is not accorded patentable weight. On the other 
hand, Fugiwara's knob is capable of being fastened on the control lever that is flattened on both 
sides due to the elasticity of its materials. It is well settled that a recitation of the intended use of 
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the claimed invention must result in a structural difference, between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then, it meets the claim. See In re 
Casey, 152 USPQ235 (CCPA 1967) and In re Otto, 136 USPQ458, 459 (CCPA 1963). In 
addition, note that the functional limitations of a claim may not be given patentable weight where 
those limitations are inherent in a prior art reference. In re Schreiber, 44 USPQ2d 1429 (CAFC 
1997). 

Regarding Claims 24 and 32, Fujiwara teaches the injection molding in col. 4, line 31+. 
On the other hand, the patentability of a product-by-process claim does not depend on its method 
of production. SeeMPEP2113. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 17, 26, and 27, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fujiwara. 

Regarding claims 17, 26, and 27, Fujiwara's knob 51 is of a hard resin material and 
Fujiwara' s enveloping body 52 is of an elastic material. The plastic material inherently includes 
resin material and the elastic material inherently includes thermoplastic synthetic material or 
polyurethane. The plastic and thermoplastic synthetic materials are notoriously well known in 
the knob or grip lever art as evidenced by the cited references. See, e.g., Foggini'718, 
Foggini'490, US Patent No. 4,791,826 issued to Behrens, and page 2 of GB 2 255 159 A. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to choose the well known plastic and thermoplastic synthetic materials as 
the material for Fujiwara's knob and enveloping bodies in order to generate a resilient force as 
taught or suggested by common knowledge in the art. See In re Leshin, 227 F.2d 197, 125 
USPQ 416 (CCPA 1960); MPEP 2144.07; KSR International Co. v. Teleflex Inc., 82 USPQ2d 
1385 (2007); Ex parte Smith, 83 USPQ2d 1509 (BPAI 2007); Ex parte Catan, 83 USPQ2d 1569 
(BPAI 2007); and Ex parte Kubin, 83 USPQ2d 1410 (BPAI 2007). 

11. Claims 19, 20, 29, and 30, as best understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fujiwara in view of Corbelt (GB 2 255 159 A). 

Regarding Claims 19 and 29, Fujiwara teaches the invention as claimed except the detent 
that has snap hooks engaging in recesses provided at the control lever. 

Corbelt teaches the detent that that has snap hooks (at the end of the core 16 as seen in 
Attachment 3 hereinafter "Att. 3") engaging in recesses 19 (at the base of 19, see Att. 3) 
provided at the control lever 1 1 in order to fix the knob body 13 to the lever 11. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to substitute Fujiwara's detent by Corbelt's detent in order to fix Fujiwara's 
knob body to the lever as taught or suggested by Corbelt. The results of the instant combination 
are predictable, i.e., to fix the knob body to the lever. KSR International Co. v. Teleflex Inc., Ex 
parte Smith, Ex parte Catan, and Ex parte Kubin, supra. 

Regarding Claims 20 and 30, Corbelt's snap hooks are equipped with ribs (Att. 3) on 
their exterior sides for reinforcement. 
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12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Daniel (hooks 14 in FIG. 3) and Behrens (windows 18). 

13. Applicant's arguments filed July 5 5 2 0 07 have been fully considered but they are not 
persuasive. 

DRAWINGS 

The objection to the drawings is withdrawn in view of Applicant's submission of 
replacement sheet of drawings. 

35 USC 112 

Applicant contended "[t]he term 'flexible' is used in thousands of issued U.S. patents, 
while the term 4 can be fastened' is used in hundreds of issued patents. The present of these terms 
in claims of the present application does not render those claims indefinite." 

The Examiner respectfully submits that it is well settled that an expert's opinion on the 
ultimate legal issue must be supported by some thing more than a conclusory statement. In re 
Buchner, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991). If the terms "flexible" and "can be fastened" 
in issued patents, Applicant should have cited some of these patents to support Applicant's above 
statement. 

Assuming arguendo that the terms "flexible" and "can be fastened" in issued patents, 
Applicant has not cited any authority which holds that the issuance of a patent has significant 
precedential value. See In re Gyurik, 596 F.2d 1012, 1018 n.15, 201 USPQ 552, 558 n.15 
(CCPA 1979); In re Philips, 315 F.2d 943, 137 USPQ 369 (CCPA 1963); and In re Zahn, 617 
F.2d at 267, 204 USPQ at 995 ("[W]e are not saying the issuance of one patent is a precedent of 
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much moment."). On the other hand, our reviewing Court in In re Zletz, 13 USPQ2d 1320, 1322 
(C AFC 1989) stated: 

An essential purpose of patent examination is to fashion claims 
that are precise, clear, correct, and unambiguous. Only in this 
way can uncertainties of claim scope be removed, as much as 
possible, during the administrative process. 

Thus, the inquiry during examination is patentability of the 
invention as "the applicant regards" it, and if the claims do not 
"particularly point out and distinctly claim", in the words of 
section 112, that which examination shows the applicant is 
entitled to claim as his invention, the appropriate PTO action is 
to reject the claims for that reason. (Emphasis added). 

In the instant case, the term "can be fastened" is ambiguous because it is unclear whether 

the knob body is structurally required to be fastened on the control lever. See "discardable" in 

Mathis v. Hydro Air Industries, "crimpable" in Application of Collier, removable" in In re Burke 

Inc., and "comparable" in Ex parte Anderson, supra. See also "other terms" in MPEP 

2173.05(b). Applicant is respectfully suggested to amend the term "can be fastened" to, e.g., "is 

fastened." 

For the foregoing, the rejection under 35 USC 112 based on the term "can be fastened" is 
respectfully maintained in abeyance of Applicant's further amendment. 

With respect to the term "lining," Applicant stated "[i]t is apparent from Claim 13 that 
the lining specified is in fact formed by the enveloping body." 

The Examiner agrees that it is apparent from amended Claim 13 filed on July 5, 2007 that 
the lining is in fact formed by the enveloping body. However, it is not apparent from Claim 13 
filed on June 7, 2005 that the lining and enveloping body are the same. Indeed, the preliminary 
amendment on June 7, 2005 recited: 
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13. A knob or grip end for a control lever of a motor vehicle, 
comprising: a knob body which has a receiving device for the 
control lever, and a lining, made of a flexible material, by which 
the knob can be fastened on the control lever. 

14. The knob or grip end according to claim 13, wherein the 
knob body has a basic body with a shaft part and a head part which 
are surrounded at least partially by an elastically constructed 
enveloping body, and wherein openings are provided in a lateral 
surface of the shaft part and are penetrated by sections of the 
enveloping body. (Emphasis added). 

As noted in the quoted Claims 13 and 14 above, there is no nexus between "a lining, 
made of a flexible material" in Claim 13 and "an elastically constructed enveloping body" in 
Claim 14 as filed on June 7, 2005. Therefore, it was not precise, clear, correct, and unambiguous 
that the lining is the enveloping body. See In re Zletz, supra. 

In view of Applicant now claims that "wherein the lining is formed by an elastically 
constructed enveloping body" in amended Claims 13, 20, and 30, this ground of rejection is 
withdrawn. However, the amendment "wherein the lining is formed by an elastically constructed 
enveloping body" necessitated new grounds of rejections above. 

ART REJECTION 

Applicant's arguments, see pages 10-12, filed July 5, 2007, with respect to the 
rejection(s) of Claim(s) 13, etc. under Foggini'718 and Foggini'490 have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration due to the limitation "wherein the lining is formed by an elastically constructed 
enveloping body," new grounds of rejection are necessitated as seen above. 

CONCLUSION 
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In view of the foregoing, the Examiner respectfully submits that this application is not in 
the condition for allowance. 

14. Applicant's submission of an information disclosure statement under 37 CFR 1 .97(c) with 
the fee set forth in 37 CFR 1.1 7(p) on July 5, 2007 prompted the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 609.04(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

15. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly,. THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinh T. Luong whose telephone number is 571-272-7109. The 
examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley, can be reached on 571-272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Luong 



Vinh T. Luong 
Primary Examiner 



September 10, 2007 
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